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or future reply requiring a petition for
an extension of time under this para-
graph for its timely submission. Sub-
mission of the fee set forth in §1.17(a)
will also be treated as a constructive
petition for an extension of time in any
concurrent reply requiring a petition
for an extension of time under this
paragraph for its timely submission.

(b) When a reply cannot be filed with-
in the time period set for such reply
and the provisions of paragraph (a) of
this section are not available, the pe-
riod for reply will be extended only for
sufficient cause and for a reasonable
time specified. Any request for an ex-
tension of time under this paragraph
must be filed on or before the day on
which such reply is due, but the mere
filing of such a request will not effect
any extension under this paragraph. In
no situation can any extension carry
the date on which reply is due beyond
the maximum time period set by stat-
ute. Any request under this paragraph
must be accompanied by the petition
fee set forth in §1.17(g).

(c) If an applicant is notified in a
“Notice of Allowability’ that an appli-
cation is otherwise in condition for al-
lowance, the following time periods are
not extendable if set in the ‘“Notice of
Allowability” or in an Office action
having a mail date on or after the mail
date of the ‘“Notice of Allowability’’:

(1) The period for submitting the in-
ventor’s oath or declaration;

(2) The period for submitting formal
drawings set under §1.85(c); and

(3) The period for making a deposit
set under §1.809(c).

(d) See §1.550(c) for extensions of
time in ex parte reexamination pro-
ceedings, §1.956 for extensions of time
in inter partes reexamination pro-
ceedings; §§41.4(a) and 41.121(a)(3) of
this chapter for extensions of time in
contested cases before the Patent Trial
and Appeal Board; §42.5(c) of this chap-
ter for extensions of time in trials be-
fore the Patent Trial and Appeal
Board; and §90.3 of this chapter for ex-
tensions of time to appeal to the U.S.
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Court of Appeals for the Federal Cir-
cuit or to commence a civil action.

[62 FR 53194, Oct. 10, 1997, as amended at 65
FR 54674, Sept. 8, 2000; 656 FR 176773, Dec. 17,
2000; 66 FR 21092, Apr. 27, 2001; 69 FR 50000,
Aug. 12, 2004; 69 FR 56543, Sept. 21, 2004; 70 FR
3891, Jan. 27, 2005; 72 FR 46842, Aug. 21, 2007;
74 FR 52691, Oct. 14, 2009; 77 FR 46625, Aug. 6,
2012; 77 FR 48821, Aug. 14, 2012; 78 FR 62405,
Oct. 21, 2013]

§1.137 Revival of abandoned applica-
tion, or terminated or limited reex-
amination prosecution.

(a) Revival on the basis of uninten-
tional delay. If the delay in reply by ap-
plicant or patent owner was uninten-
tional, a petition may be filed pursuant
to this section to revive an abandoned
application or a reexamination pros-
ecution terminated under §1.550(d) or
§1.957(b) or limited under §1.957(c).

(b) Petition requirements. A grantable
petition pursuant to this section must
be accompanied by:

(1) The reply required to the out-
standing Office action or notice, unless
previously filed;

(2) The petition fee as set forth in
§1.17(m);

(3) Any terminal disclaimer (and fee
as set forth in §1.20(d)) required pursu-
ant to paragraph (d) of this section;
and

(4) A statement that the entire delay
in filing the required reply from the
due date for the reply until the filing of
a grantable petition pursuant to this
section was unintentional. The Direc-
tor may require additional information
where there is a question whether the
delay was unintentional.

(c) Reply. In an application aban-
doned under §1.57(a), the reply must in-
clude a copy of the specification and
any drawings of the previously filed ap-
plication. In an application or patent
abandoned for failure to pay the issue
fee or any portion thereof, the required
reply must include payment of the
issue fee or any outstanding balance.
In an application abandoned for failure
to pay the publication fee, the required
reply must include payment of the pub-
lication fee. In a nonprovisional appli-
cation abandoned for failure to pros-
ecute, the required reply may be met
by the filing of a continuing applica-
tion. In a nonprovisional utility or
plant application filed on or after June
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8, 1995, abandoned after the close of
prosecution as defined in §1.114(b), the
required reply may also be met by the
filing of a request for continued exam-
ination in compliance with §1.114.

(d) Terminal disclaimer. (1) Any peti-
tion to revive pursuant to this section
in a design application must be accom-
panied by a terminal disclaimer and fee
as set forth in §1.321 dedicating to the
public a terminal part of the term of
any patent granted thereon equivalent
to the period of abandonment of the ap-
plication. Any petition to revive pursu-
ant to this section in either a utility or
plant application filed before June 8,
1995, must be accompanied by a ter-
minal disclaimer and fee as set forth in
§1.321 dedicating to the public a ter-
minal part of the term of any patent
granted thereon equivalent to the less-
er of:

(i) The period of abandonment of the
application; or

(ii) The period extending beyond
twenty years from the date on which
the application for the patent was filed
in the United States or, if the applica-
tion contains a specific reference to an
earlier filed application(s) under 35
U.S.C. 120, 121, 365(c), or 386(c) from the
date on which the earliest such appli-
cation was filed.

(2) Any terminal disclaimer pursuant
to paragraph (d)(1) of this section must
also apply to any patent granted on a
continuing utility or plant application
filed before June 8, 1995, or a con-
tinuing design application, that con-
tains a specific reference under 35
U.S.C. 120, 121, 365(c), or 386(c) to the
application for which revival is sought.

(3) The provisions of paragraph (d)(1)
of this section do not apply to applica-
tions for which revival is sought solely
for purposes of copendency with a util-
ity or plant application filed on or
after June 8, 1995, to reissue applica-
tions, or to reexamination proceedings.

(e) Request for reconsideration. Any re-
quest for reconsideration or review of a
decision refusing to revive an aban-
doned application, or a terminated or
limited reexamination prosecution,
upon petition filed pursuant to this
section, to be considered timely, must
be filed within two months of the deci-
sion refusing to revive or within such
time as set in the decision. Unless a de-
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cision indicates otherwise, this time
period may be extended under:

(1) The provisions of §1.136 for an
abandoned application;

(2) The provisions of §1.550(c) for a
terminated exr parte reexamination
prosecution, where the er parte reexam-
ination was filed under §1.510; or

(3) The provisions of §1.956 for a ter-
minated inter partes reexamination
prosecution or an inter partes reexam-
ination limited as to further prosecu-
tion, where the inter partes reexamina-
tion was filed under §1.913.

(f) Abandonment for failure to mnotify
the Office of a foreign filing. A nonprovi-
sional application abandoned pursuant
to 35 U.S.C. 122(b)(2)(B)(iii) for failure
to timely notify the Office of the filing
of an application in a foreign country
or under a multinational treaty that
requires publication of applications
eighteen months after filing, may be
revived pursuant to this section. The
reply requirement of paragraph (c) of
this section is met by the notification
of such filing in a foreign country or
under a multinational treaty, but the
filing of a petition under this section
will not operate to stay any period for
reply that may be running against the
application.

(g) Provisional applications. A provi-
sional application, abandoned for fail-
ure to timely respond to an Office re-
quirement, may be revived pursuant to
this section. Subject to the provisions
of 35 U.S.C. 119(e)(3) and §1.7(b), a pro-
visional application will not be re-
garded as pending after twelve months
from its filing date under any cir-
cumstances.

[78 FR 62405, Oct. 21, 2013, as amended at 80
FR 17963, Apr. 2, 2015]

§1.138 Express abandonment.

(a) An application may be expressly
abandoned by filing a written declara-
tion of abandonment identifying the
application in the United States Pat-
ent and Trademark Office. Express
abandonment of the application may
not be recognized by the Office before
the date of issue or publication unless
it is actually received by appropriate
officials in time to act.

(b) A written declaration of abandon-
ment must be signed by a party au-
thorized under §1.33(b)(1) or (b)(3) to
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